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DETAILED ACTION 

Response to Arguments 

Applicant's arguments filed 1 1/10/2008 have been fully considered but they are 
not persuasive. 

It should be noted that the limitation "the felt is created using an internal 
centrifugation process" is considered a product-by-process limitation in an apparatus 
claim. The patentability of the product does not depend on its method of production. 
Determination of patentability is based on the product itself. See MPEP 21 13. If the 
product-by-process claim is the same as or obvious from a product of the same prior 
art, the claim is unpatentable even though the prior product was made by a different 
process. In re Thorpe, 777 F.2d 695, 698, 227 USPQ 964, 966 (Fed.Cir.1985). 

Applicant's argument that the felt of VanHees is not produced the claimed 
process is not persuasive as applicant merely presents conjecture not supported by any 
factual evidence the mat is not or could not be made by the claimed process. Further 
the claims do no provide any distinguishing structural features to support applicant's 
conjecture. 

In response to applicant's arguments that "the mat of Van Hees would probably 
not provide sufficient noise attenuation" is mere conjecture and subject to the indefinite 
opinions of the hearer as to what "sufficient" entails. The mat of VanHees would 
attenutate noise as claimed and presented in the office action previous submitted and 
below. 

Claim Rejections - 35 USC § 103 
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The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Claims 1-6, 8-9, 12-24, 26-27, 30-31, 34-39, 42-44 are rejected under 35 
U.S.C. 103(a) as being unpatentable over Van Hees (EP 1130190) either alone or 
also in view of Kajander et al. (6723670). 

In regards to claims 1 , 34, 44: Van Hees teaches an assembly comprising a floor 
directly above and in contact with a material comprising a felt of mineral fibers, the 
material comprising a felt of mineral fibers configured to attenuate a noise of an impact 
with a wood floor emitted in a same room as the wood floor (see response to arguments 
above). 

Van Hees does not expressly disclose that the floor structure is a wood floor, 
however, it is disclosed that the sound insulating substrate is for use with floating slabs 
or screed, for example, but not limited to floors made of concrete. It would have been 
well within the general knowledge of one of ordinary skill in the art to use the sound 
attenuating fiber mat of Van Hees with a floating wood floor as a floating wood floor is a 
common flooring substance used as an alternative to a concrete floor in many buildings 
both commercial and residential. Additionally the sound created from impact with a 
concrete floor and wood floor would be similar as they are both a hard flooring surface. 
Therefore it would have been a matter of design choice to a person of ordinary skill in 
the art to use the mat of Van Hees with a wood floor as claimed as they are functionally 
equivalent and the floor of Van Hees would perform the same as the floor of applicant's 
claimed invention. 
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Van Hees expressly discloses a mat consisting of a felt of mineral fibers (pages 
1 -2 of the translation provided by applicant) used with a waterproof layer for protection 
in various installations where the waterproof layer is in contact with the floor. Kajander 
discloses a mat consisting of a felt of mineral fibers for contact with a surface layer. On 
page 3, Van Hees expressly discloses that the purpose of the waterproof layer is to 
protect the mat in installations where the mat would be in contact with moisture (such as 
a concrete surface). In view of the teachings of Van Hees and Kajander to use a mat 
consisting of mineral fibers for sound attenuation it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to either modify the mat of 
Van Hees to not have a waterproof layer when in installation not exposed to moisture 
(such as a wood flooring installation) or to substitute the mat of Van Hees for the mat 
consisting of fibers of Kajander to provide sufficient sound attenuation without 
unnecessary expense and waste for additional features (such as a waterproof layer) 
where it is not required. It is noted that it has been held that one of ordinary skill in the 
art would be motivated to pursue and or substitute known options within his/her 
technical grasp and if the substitution or variation yields predictable results (sound 
attenuation in the instant case) it is likely not the product of innovation but of 
obviousness. 

While Van Hees discloses a fiber mat there is no express disclosure regarding 
the amount by weight of binder, however examiner takes official notice that is well 
known in the art of fiber mats for sound attenuation, to have a binder amount by weight 
of 3-30% (reference US patent to Kajander, 6723670, which disclose a glass fiber mat 
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having a 20+/-3 percent by weight of binder; Col. 6, line 64). Additionally examiner 
notes that the range of 3-30% is a broad range and therefore not a critical design 
feature and that any percentage by weight of binder would perform equally well. 

It should be noted that the limitation "the felt is created using an internal 
centrifugation process" is considered a product-by-process limitation in an apparatus 
claim. The patentability of the product does not depend on its method of production. 
Determination of patentability is based on the product itself. See MPEP 21 13. If the 
product-by-process claim is the same as or obvious from a product of the same prior 
art, the claim is unpatentable even though the prior product was made by a different 
process. In re Thorpe, 777 F.2d 695, 698, 227 USPQ 964, 966 (Fed.Cir.1985). 

In regards to claims 2-3 and 35-36: Van Hees in view of Kajander does not 
disclose expressly that the thickness is 2-10 or 3-7 mm. Instead Van Hees indicates 
that the thickness is 5-10 mm (page 5, lines 13-14). At the time the invention was 
made, it would have been an obvious matter of design choice to a person of ordinary 
skill in the art to have the thickness range from 5-10 mm because applicant has not 
disclosed that such a thickness provides an advantage, is used for a particular purpose, 
or solves a stated problem. One of ordinary skill in the art, furthermore, would have 
expected the thickness of Van Hees in view of Kajander, and applicant's invention, to 
perform equally well with either the thickness taught by Van Hees or the claimed 2-1 0 or 
3-7 mm thickness because both dimensions would perform the same function. 
Therefore, it would have been prima facie obvious to modify Van Hees in view of 
Kajander to obtain the invention as specified in claims 2-3 because such a modification 
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would have been considered a mere design consideration which fails to patentably 
distinguish over the prior art of Van Hees in view of Kajander. 

In regards to claims 4-5 and 37-38: Van Hees in view of Kajander teaches the 
assembly of claim 1 above, where the mat has glass fibers but is silent as to the 
fineness of the glass fibers. It is inherent that the glass fibers have a fineness index; 
however Van Hees in view of Kajander does not disclose such. The applicant does not 
teach criticality as to the specific fineness index being claimed, further applicant 
provides several ranges that are acceptable. Moreover, it appears that the mat of Van 
Hees in view of Kajander, or applicant invention, would perform equally well with the 
glass fiber having a fineness index of any range. Accordingly, it would have been prima 
facie obvious to one of ordinary skill in the art at the time the invention was made to 
have modified Van Hees in view of Kajander such that the fineness index ranged 3-25 
U min as in claim 4 and 10-15 U min as in claim 5 because such a modification would 
have been considered a mere design consideration which fails to patentably distinguish 
over Van Hees in view of Kajander. 

In regards to claims 6 and 39: The assembly as in claim 1 above wherein the 
mineral fibers are glass fibers (EP 1 1 301 90 - Page 3, lines 29-31 ). 

In regards to claim 8: The assembly of claim 1 above, wherein the binder is in an 
amount from 5-25% by weight (Kajander - Col. 6, line 64). 

In regards to claim 9: Van Hees in view of Kajander does not disclose expressly 
that the binder is in an amount from 6-16% by weight. Instead, Kajander indicates that 
it is in an amount from 17-23% by weight (Col. 6, line 64). At the time the invention was 
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made, it would have been an obvious matter of design choice to a person of ordinary 
skill in the art to have the amount by weight of Kajander because applicant has not 
disclosed that 6-16% provides an advantage, is used for a particular purpose, or solves 
a stated problem. One of ordinary skill in the art, furthermore, would have expected the 
Van Hees in view of Kajander and applicants invention to perform equally well with 
either amount by weight taught by Van Hees in view of Kajander or the claimed amount 
because both would perform the same function equally well. Further applicant discloses 
(page 5, lines 20-23) that 20+/-3% to be acceptable. Therefore it would have been 
prima facie obvious to modify Van Hees in view of Kajander to obtain the invention as 
specified in claim 9 because such a modification would have been considered a mere 
design consideration which fails to patentably distinguish over the prior art of Van Hees 
in view of Kajander. 

In regards to claims 12 and 42: The assembly as in claim 1 above, wherein the 
fibers were produced by the internal centrifugation process. It should be noted that 
claim 12 is considered a product-by-process claim. The patentability of the product does 
not depend on its method of production. Determination of patentability is based on the 
product itself. See MPEP 21 13. If the product-by-process claim is the same as or 
obvious from a product of the same prior art, the claim is unpatentable even though the 
prior product was made by a different process. In re Thorpe, 777 F.2d 695, 698, 227 
USPQ 964, 966 (Fed. Cir. 1985). Since there are fibers in Van Hees in view of Kajander 
the claimed limitations are considered to be met. 
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In regards to claims 13 and 43: The assembly as claimed in claim 1 above, 
wherein the material includes at least one veil (EP 1130190, element 3). 

In regards to claim 14: The assembly as claimed in claim 13 above, wherein the 
at least one veil is on an external face of the assembly (EP 1 1 301 90, Figure 1 ). 

In regards to claims 15: Van Hees in view of Kajander teaches the assembly as 
claimed in claim 13 above, but does not teach the mass per unit area of the veil ranging 
from 5-100 g/m2. Applicant has not disclosed that having the mass per unit area 
ranging from 5-100g/m2 solves any stated problem or is for any particular purpose. 
Moreover, it appears that the mat of Van Hees in view of Kajander or applicants 
invention, would perform equally well with the mass per unit area of the veil with any 
range. Accordingly, it would have been prima facie obvious to one of ordinary skill in 
the art at the time the invention was made to have modified Van Hees in view of 
Kajander such that the mass per unit area of the veil ranged from 5-1 1g/m2 because 
such a modification would have been considered a mere design consideration which 
fails to patentably distinguish over Van Hees in view of Kajander. 

In regards to claim 16: Van Hees in view of Kajander teaches the assembly as in 
claim 13 above, Van Hees in view of Kajander does not disclose that the veil is made of 
polyester, but does disclose that the veil is made of polyolefins (or polypropylene as is 
sometimes called, www.fabriclink.com/Polyolefin.html. Applicant discloses on page 8 
lines 10-13 that the veil can be optionally made of polyester or polypropylene. 
Therefore applicant has not provided criticality or stated that having the veil made of 
polyester solved a stated problem or is for a particular purpose, further applicant has 
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stated polyester to be equal to polypropylene as a material choice. As such the use of 
polyester is considered a mere design choice that fails to patentably distinguish over the 
prior art of Van Hees in view of Kajander because one of ordinary skill in the art would 
have expected the polyester veil and the polypropylene veil to perform the same, as 
applicant has disclosed, and therefore it is prima facie obvious to modify Van Hees in 
view of Kajander to obtain the invention as specified in claim 16. 

In regards to claim 17: The assembly of claim 1 above, wherein the material and 
wood floor are adhesively bonded to each other. Kajander teaches having laminates 
such as wood products adhered to a fibrous mat (Col. 2, lines 60-61). 

In regards to claim 18: Van Hees in view of Kajander teaches the assembly of 
claim 1 above, but is silent as to the wood floor being a laminate. Examiner takes 
official notice that it is common and known in the art to have a wood floor be a laminate, 
therefore it would be prima facie obvious to modify the floor of Van Hees in view of 
Kajander to be a laminate because such a modification would have been considered a 
mere design consideration which fails to patentably distinguish over the prior art of Van 
Hees in view of Kajander. 

In regards to claim 19: Van Hees in view of Kajander teaches the assembly of 
claim 1 wherein the assembly is in a building (EP 1 1 301 90 - page 1 lines 6-1 1 ). 

In regards to claims 20 and 22 and 26: Van Hees in view of Kajander disclose a 
felt comprising mineral fibers configured to attenuate a noise of an impact with a wood 
floor emitted in a same room as the wood floor (see response to arguments above). 
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Van Hees in view of Kajander does not disclose expressly that the thickness is 2- 
1 0 or 3-7 mm. Instead Van Hees indicates that the thickness is 5-1 0 mm (page 5, lines 
13-14). At the time the invention was made, it would have been an obvious matter of 
design choice to a person of ordinary skill in the art to have the thickness range from 5- 
10 mm because applicant has not disclosed that such a thickness provides an 
advantage, is used for a particular purpose, or solves a stated problem. One of ordinary 
skill in the art, furthermore, would have expected the thickness of Van Hees in view of 
Kajander, and applicant's invention, to perform equally well with either the thickness 
taught by Van Hees or the claimed 2-10 or 3-7 mm thickness because both dimensions 
would perform the same function. Therefore, it would have been prima facie obvious to 
modify Van Hees in view of Kajander to obtain the invention as specified in claims 2-3 
because such a modification would have been considered a mere design consideration 
which fails to patentably distinguish over the prior art of Van Hees in view of Kajander. 

Van Hees in view of Kajander discloses a mass per unit area of at least 130 g/m2 
(Van Hees -page 5, lines 16-18); and a binder content of 17-23% (Kajander - Col. 6, 
line 64) which falls in the range of 3-30% and 5-25% by weight. 

It should be noted that the limitation "the felt is created using an internal 
centrifugation process" is considered a product-by-process limitation in an apparatus 
claim. The patentability of the product does not depend on its method of production. 
Determination of patentability is based on the product itself. See MPEP 21 1 3. If the 
product-by-process claim is the same as or obvious from a product of the same prior 
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art, the claim is unpatentable even though the prior product was made by a different 
process. In re Thorpe, 777 F.2d 695, 698, 227 USPQ 964, 966 (Fed.Cir.1985). 

In regards to claim 21 : The felt as in claim 20 above, wherein Van Hees in view 
of Kajander teaches a mass per unit area between 350 and 500 g/m2, which falls in the 
range of 180-700 g/m2. 

In regards to claims 23 and 24: Van Hees in view of Kajander teaches the 
assembly of claim 1 above, where the mat has glass fibers but is silent as to the 
fineness of the glass fibers. It is inherent that the glass fibers, have a fineness index, 
however Van Hees in view of Kajander does not disclose such. The applicant does not 
teach criticality as to the specific fineness index being claimed, further applicant 
provides several ranges that are acceptable. Moreover, it appears that the mat of Van 
Hees in view of Kajander, or applicant invention, would perform equally well with the 
glass fiber having a fineness index of any range. Accordingly, it would have been prima 
facie obvious to one of ordinary skill in the art at the time the invention was made to 
have modified Van Hees in view of Kajander such that the fineness index ranged 3-25 
L/ min as in claim 23 and 10-15 L/ min as in claim 24 because such a modification 
would have been considered a mere design consideration which fails to patentably 
distinguish over Van Hees in view of Kajander. 

In regards to claim 27: The assembly as claimed in claim 26 above, Van Hees in 
view of Kajander does not disclose expressly that the binder is in an amount from 6- 
16% by weight. Instead, Kajander indicates that it is in an amount from 17-23% by 
weight (Col. 6, line 64). At the time the invention was made, it would have been an 
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obvious matter of design choice to a person of ordinary skill in the art to have the 
amount by weight of Kajander because applicant has not disclosed that 6-16% provides 
an advantage, is used for a particular purpose, or solves a stated problem. One of 
ordinary skill in the art, furthermore, would have expected the Van Hees in view of 
Kajander and applicants invention to perform equally well with either amount by weight 
taught by Van Hees in view of Kajander or the claimed amount because both would 
perform the same function equally well. Further applicant discloses (page 5, lines 20- 
23) that 20+/-3% to be acceptable. Therefore it would have been prima facie obvious to 
modify Van Hees in view of Kajander to obtain the invention as specified in claim 9 
because such a modification would have been considered a mere design consideration 
which fails to patentably distinguish over the prior art of Van Hees in view of Kajander. 

In regards to claim 30: The assembly as in claim 20 above, wherein the fibers 
were produced by the internal centrifugation process. This is a product by process and 
as such is not given much weight in an article claim. Since there are fibers in Van Hees 
in view of Kajander the claimed limitations are considered to be met. 

In regards to claim 31 : The felt as claimed in claim 20 wherein the mineral fibers 
are glass fibers (EP 1 1 301 90 - page 1 , lines 1 -3). 

Claims 10-11 and 28-29 and 40-41 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Van Hees in view of Kajander and further in view of 
Finley (578363). 

In regards to claims 10, 28 and 40: Van Hees in view of Kajander teaches the 
assembly as in claims 1 and 20 and 34 above, but is silent as to the type of binder used. 
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Finley teaches an underlayment for floor that has sound attenuating properties, and 
further teaches the use of a binder used to hold the glass mat together (Col. 3, lines 51 - 
54), where the binder is urea-formaldehyde, which is a thermosetting binder as defined 
by www.thefreedictionary.com/urea-formaldehyde+resin which states: a clear 
thermosetting resin made from urea and formaldehyde and used in adhesives. It would 
have been obvious to one of ordinary skill in the art at the time the invention was made 
to modify the mat of Van Hees in view of Kajander to use urea-formaldehyde as taught 
by Finley as Van Hees in view of Kajander is silent as to the type of binder used and 
Finley teaches a binder that will hold together the glass fibers of a glass mat. 

In regards to claims 1 1 and 29 and 41 : Van Hees in view of Kajander teaches 
the assembly as in claims 1 , 20, 43 above, but is silent as to the type of binder used. 
Finley teaches an underlayment for floor that has sound attenuating properties, and 
further teaches the use of a binder used to hold the glass mat together (Col. 3, lines 51 - 
54), where the binder is an acrylic binder. It would have been obvious to one of 
ordinary skill in the art to modify the glass mat of Van Hees in view of Kajander to have 
a binder of acrylic as such a modification would create a glass mat that is a strong soft 
crease-resistant fabric and since acrylic is used as a substitute for glass making it a 
good binder for a glass mat. 

Claims 32 -33 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Van Hees (EP 1130190). 

In regards to claim 32: Van Hees either alone or in view of Kajander as 
presented in the claims above discloses a method of using a material consisting a felt of 
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mineral fibers comprising placing said material on a floor base and directly under and in 
contact with a floor (page 1 , lines 30-32) in a room in order to attenuate the impact 
noise created in the room caused by an impact with said wood (where it is inherent that 
the mat would attenuate the sound created in the room, as the mat is placed under the 
flooring for the purpose of sound attenuation, and the noise is created as the floor is 
walked on, and the mat of Van Hees is structurally and functionally equivalent to the 
claimed mat). Where the mat of Van Hees is used to improve sound insulation (page 1, 
lines 13-14). 

Van Hees does not expressly disclose that the floor structure is a wood floor, 
however, it is disclosed that the sound insulating substrate is for use with floating slabs 
or screed, for example, but not limited to floors made of concrete. It would have been 
well within the general knowledge of one of ordinary skill in the art to use the sound 
attenuating fiber mat of Van Hees with a floating wood floor as a floating wood floor is a 
common flooring substance used as an alternative to a concrete floor in many buildings 
both commercial and residential. Additionally the sound created from impact with a 
concrete floor and wood floor would be similar as they are both a hard flooring surface. 
Therefore it would have been a matter of design choice to a person of ordinary skill in 
the art to use the mat of Van Hees with a wood floor as claimed as they are functionally 
equivalent and the floor of Van Hees would perform the same. 

It should be noted that the limitation "the felt is created using an internal 
centrifugation process" is considered a product-by-process limitation in an apparatus 
claim. The patentability of the product does not depend on its method of production. 
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Determination of patentability is based on the product itself. See MPEP 21 13. If the 
product-by-process claim is the same as or obvious from a product of the same prior 
art, the claim is unpatentable even though the prior product was made by a different 
process. In re Thorpe, 777 F.2d 695, 698, 227 USPQ 964, 966 (Fed.Cir.1985). 

In regards to claim 33: The method as claimed in claim 32 further comprising: 
placing the material un-bonded onto the floor base (page 1 1 , paragraph 1 ). 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JESSICA LAUX whose telephone number is (571 )272- 
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8228. The examiner can normally be reached on Monday thru Thursday, 9:00am to 
5:00pm (est). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Richard Chilcot can be reached on 571-272-6777. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Richard E. Chilcot, Jr./ 

Supervisory Patent Examiner, Art Unit 3635 



/J. U 

Examiner, Art Unit 3635 



